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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this titie, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 4, 8, 9, 11, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Doi et al. (JP 01-202492) in view of Yamane et al. (JP 63-128987) 
and in view of Wagner et al. (US Patent No. 6,486,903). 

Regarding claims 1. 8, and 9 , Doi discloses a process for the production and use 
of a transfer film comprising a carrier (backing); a radiation curable transparent coating 
on the carrier; and an image disposed on the transparent coating. As to the transfer film 
and method for its manufacture, as set forth in claims 1 and 8 . Doi discloses: (1) 
Providing a carrier (backing foil) layer (English Language Translation (hereinafter, 
"ELT"), pages 5 and 6); (2) Disposing on the carrier, a layer comprising a transparent 
radiation-curable resin (ELT, pages 6-11); (3) Disposing on the layer of transparent 
radiation-curable resin, a patterned image layer (ELT, pages 12-13); As to the method 
of using the transfer film, as set forth in claim 9 . Doi discloses (ELT, pages 17 and 18): 
(1) Providing a substrate; (2) Disposing the surface of the transfer film opposite the 
carrier against the substrate; (3) Removing the carrier layer; and (4) Curing the 
transparent radiation-curable transfer layer. However, Doi teaches the need for a metal 
layer. It would have been obvious to one having ordinary skill in the art at the time the 
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invention was made that an alternative to the multilayer system in Doi would be to not 
use a metal layer, instead use a single layer as taught by Yamane, because Yamane 
teaches that it is known that the transfer operation can be achieved without the use of 
the metal layer. 

Doi discloses that the pattern layer may be provided by printing. Although they do 
not specifically disclose that the printing is accomplished by way of ink-jet printing, it 
would have been obvious to one of ordinary skill in the art at the time of invention to 
utilize such a printing method in the invention of Doi motivated by the fact that Wagner, 
also drawn to a process for the production and use of a transfer film comprising a carrier 
(backing); a radiation curable coating on the carrier; and an image disposed on the 
transparent coating (abstract; Figures 1-6; column 4, lines 23-42), disclose that the 
printing of the image may be accomplished by any known method including ink-jet 
(column 6, lines 50-55). 

Regarding claims 4. 11 and 12 . Doi discloses that the solid, radiation-curable 
resin may comprise either epoxy group or vinyl group (methyl methacrylate) functionality 
(ELT, pages 6-8) and is curable by either UV or electron beam radiation (ELT, page 11). 
3. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Doi in 
view of Yamane and Wagner, as applied to claim 1 , further in view of Oshima et al. (US 
Patent No. 5,427,997). 

Doi discloses the use of a radiation-curable protective layer but are silent as to 
the inclusion of an inorganic filler, as per claim 5 . in an amount relative to the resin 
solids content. 
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Nonetheless, it would have been obvious to one of ordinary skill in the art at the 
time of invention to utilize an inorganic filler in the. radiation-curable transparent 
protective resin of Doi motivated by the fact that Oshima, also drawn to methods for the 
protection of images utilizing a transferable radiation-curable transparent protective 
layer (Figure 1 ; column 4, lines 11-15; column 4, line 45 to column 6, line 29), discloses 
that the inclusion of an inorganic filler at about 1 0 wt% of the total resin solids content 
(column 24, lines 1-11) enables sufficient "film cutting" while maintaining the 
transparency of the protective film (column 5, lines 28-46). 

4. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Doi in view of Yamane and Wagner as applied to claim 1 above, further in view of 
Shvartsman et al. (US Patent No. 6,245,382), 

Doi and Oshima, as combined above, disclose the utilization of a radiation- 
curable transparent coating which includes an inorganic filler at about 10 wt% of the 
total resin solids content. Although neither Doi nor Oshima specifically disclose the 
inclusion of an additional layer of radiation-curable transparent resin applied against the 
first, as per claim 6 , and which has the same resin solids composition as that of the first 
radiation-curable transparent resin layer, as per claim 7 . it would have been obvious to 
one of ordinary skill in the art at the time of invention to provide the method resulting 
from the references as combined in section (3), above, with two layers of radiation- 
curable transparent having the same resin solids composition motivated by the fact that 
Shvartsman, also drawn to methods for the protection of images utilizing a transferable 
radiation-curable transparent protective layer, disclose the inclusion of more than one 
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layer of protective coating displays a substantial improvement in protection from 
solvents, plasticizers, and U.V. radiation (abstract; column 21, line 66 to column 22, line 
21). 

5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Doi in 
view of Yamane and Wagner as applied to claim 9 above, further in view of Bruns et al. 
(US Patent No. 4,737,322). 

Although Doi et al. is silent as to the utilization of other curing methodologies in 
place of the radiation curing disclosed, it would have been obvious to one of ordinary 
skill in the art at the time of invention to substitute thermal curing for the radiation curing 
of Doi et al. motivated by the fact that Bruns et al., drawn to the curing of transparent 
resins, teaches that these are conventional and equivalent means fir curing "optical;", 
i.e., transparent, resins (column 5, lines 20-25). 

6. Claims 1, 4, 8, 9, 11, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamane et al. '885 (US Patent No. 5,320,885) in view of Doi et al. 
(JP 01-202492) and in view of Wagner et al. (US Patent No. 6,486,903). 

Yamane et al. '885 discloses a transfer sheet and transfer operation similar to 
that set forth in the claims, however, Yamane et al. '885 does not disclose a curable 
coating composition, instead Yamane utilizes a surface treating agent (12) which can be 
made of resins. Based on the teachings of Doi, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made, than an alternative to 
the agent layer used in Yamane et al. '885 would be a curable coating composition, 
because they are functionally equivalent alternative expedient and Doi teaches there 
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are certain advantages to the coating used therein which are not seen in Yamane et al. 
'885. 

Yamane et al. '885 in view of Doi, discloses that the pattern layer may be 
provided by printing. Although they do not specifically disclose that the printing is 
accomplished by way of ink-jet printing, it would have been obvious to one of ordinary 
skill in the art at the time of invention to utilize such a printing method in the invention of 
Yamane et al. '885 in view of Doi motivated by the fact that Wagner, also drawn to a 
process for the production and use of a transfer film comprising a carrier (backing); a 
radiation curable coating on the carrier; and an image disposed on the transparent 
coating (abstract; Figures 1-6; column 4, lines 23-42), disclose that the printing of the 
image may be accomplished by any known method including ink-jet (column 6, lines 50- 
55). 

Regarding claims 4. 11 and 12 , Doi discloses that the solid, radiation-curable 
resin may comprise either epoxy group or vinyl group (methyl methacrylate) functionality 
(ELT, pages 6-8) and is curable by either UV or electron beam radiation (ELT, page 11). 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamane 
et al. '885 in view of Doi and Wagner, as applied to claim 1 , further in view of Oshima et 
al. 

Yamane et al. '885 in view of Doi and Wagner discloses the use of a radiation- 
curable protective layer but are silent as to the inclusion of an inorganic filler, as per 
claim 5 , in an amount relative to the resin solids content. 
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Nonetheless, it would have been obvious to one of ordinary skill in the art at the 
time of invention to utilize an inorganic filler in the radiation-curable transparent 

t 

protective resin of Yamane et al. '885 in view of Doi and Wagner motivated by the fact 
that Oshima, also drawn to methods for the protection of images utilizing a transferable 
radiation-curable transparent protective layer (Figure 1; column 4, lines 11-15; column 
4, line 45 to column 6, line 29), discloses that the inclusion of an inorganic filler at about 
10 wt% of the total resin solids content (column 24, lines 1-11) enables sufficient "film 
cutting", while maintaining the transparency of the protective film (column 5, lines 28-46). 
8. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamane et al. '885 in view of Doi and Wagner as applied to claim 1 above, further in 
view of Shvartsman et al. 

Yamane et al. '885 in view of Doi, Wagner, and Oshima, as combined above, 
disclose the utilization of a radiation-curable transparent coating which includes an 
inorganic filler at about 10 wt% of the total resin solids content. Although neither Doi, 
Wagner, nor Oshima specifically disclose the inclusion of an additional layer of 
radiation-curable transparent resin applied against the first, as per claim 6 , and which 
has the same resin solids composition as that of the first radiation-curable transparent 
resin layer, as per claim 7 . it would have been obvious to one of ordinary skill in the art 
at the time of invention to provide the method resulting from the references as combined 
in section (3), above, with two layers of radiation-curable transparent having the same 
resin solids composition motivated by the fact that Shvartsman, also drawn to methods 
for the protection of images utilizing a transferable radiation-curable transparent 
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protective layer, disclose the inclusion of more than one layer of protective coating 
displays a substantial improvement in protection from solvents, plasticizers, and U.V. 
radiation (abstract; column 21, line 66 to column 22, line 21). 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamane 
et al. '885 in view of Doi and Wagner as applied to claim 9 above, further in view of 
Bruns et al. 

Although Doi et al. is silent as to the utilization of other curing methodologies in 
place of the radiation curing disclosed, it would have been obvious to one of ordinary 
skill in the art at the time of invention to substitute thermal curing for the radiation curing 
of Doi et al. motivated by the fact that Bruns et al., drawn to the curing of transparent 
resins, teaches that these are conventional and equivalent means for curing "optical;", 
i.e., transparent, resins (column 5, lines 20-25). 

Response to Arguments 

10. Applicant's arguments filed March 21 st , 2006 have been fully considered but they 
are not persuasive. 

1 1 . With respect to applicant's argument in reference to the rejection of claim 1 under 
U.S.C. 103 Doi in view of Yamane and Wagner, examiner disagrees. In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Though Doi 
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discloses a metal layer, Yamane teaches the layer may be eliminated. Such an 
alternative would have been obvious to one of ordinary skill in the art wishing to simplify 
the structure of the transfer sheet of Doi. 

12. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

1 3. As to applicant's argument that Wagner does not teach eliminating the metal film 
of Doi, one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). Yamane teaches the metal layer may be eliminated, as discussed above. 
Wagner teaches ink jet printing may be used to produce the image. Consequently, 
claim 1 remains rejected under the prior art. 

14. With respect to claim 5, applicant argues there are no teachings or motivation to 
combine Oshima with Doi, Yamane, and Wagner. However, examiner clearly states in 
section (4) of the previous action that one would be motivated to enable sufficient "film 
cutting" while maintaining the transparency of the protective film (column 5, lines 28-46). 
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Therefore, proper motivation exists that would allow one of ordinary skill in the art to 
obtain the invention as disclosed in claim 5. 

1 5. As to applicant's arguments concerning claims 6 and 7, examiner disagrees. 
Applicant argues Shvartsman is not related to applicants invention. However, one 
desiring improvement in protection from solvents, plasticizers, and U.V. radiation would 
look to Shvartsman to modify the transfer sheet of Doi, Yamane, and Wagner to obtain 
the invention as disclosed in claims 6 and 7. Furthermore, applicant agues there are no 
teachings or motivation to combine Shvartsman with Doi, Yamane, and Wagner. 
However, examiner clearly states in section (5) of the previous action that one would be 
motivated by the desire to substantially improve protection from solvents, plasticizers, 
and U.V. radiation (abstract; column 21, line 66 to column 22, line 21). Claims 6 and 7 
remain rejected under the prior art. 

16. In response to applicant's arguments regarding. claim 10, examiner disagrees. 
Applicant argues the teachings of Bruns have "nothing to do with applicants process". 
However, one skilled in the art desiring equivalent means for curing would look to Bruns 
to cure the coating with thermal curing means. Consequently, claim 10 remains 
rejected in view of the prior art. 

17. With respect to applicant's argument in reference to the rejection of claim 1 under 
U.S.C. 103 Yamane in view of Doi and Wagner, examiner disagrees. In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
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1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Though 
Yamane discloses a non-curable layer, Doi teaches the layer may be layer may be a 
curable resin. Such an alternative would have been obvious to one of ordinary skill in 
the art wishing to simplify the structure of the transfer sheet of Doi. Also, applicant 
argues Yamane only discloses a two-layered resin. However, applicant is direct to 
Figures 3 and 4 of Yamane, which disclose another embodiment of a single-layered 
sheet. 

18. Furthermore, applicant argues no motivation exists to combine Doi and Yamane. 
However, the layers of Doi and Yamane are functionally equivalent alternative 
expedient and Doi teaches there are certain advantages to the coating used therein 
which are not seen in Yamane. 

1 9. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the entire coating layer covering the image remains on the substrate) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1 1 81 , 26 USPQ2d 1 057 (Fed. Cir. 1 993). 

20. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
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not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F 2d 1392, 170 USPQ 209 (CCPA 
1971). 

21 . As to applicant's argument that Wagner does not teach eliminating the metal film 
of Doi, one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). Yamane teaches the metal layer may be eliminated, as discussed above. 
Wagner teaches ink jet printing may be used to produce the image. Consequently, 
claim 1 remains rejected under the prior art. 

22. With respect to claim 5, applicant argues there are no teachings or motivation to 
combine Oshima with Yamane, Doi, and Wagner. However, examiner clearly states in 
section (4) of the previous action that one would be motivated to enable sufficient "film 
cutting" while maintaining the transparency of the protective film (column 5, lines 28-46). 
Therefore, proper motivation exists that would allow one of ordinary skill in the art to 
obtain the invention as disclosed in claim 5. 

23. As to applicant's arguments concerning claims 6 and 7, examiner disagrees. 
Applicant argues Shvartsman is not related to applicant's invention. However, one 
desiring improvement in protection from solvents, plasticizers, and U.V. radiation would 
look to Shvartsman to modify the transfer sheet of Yamane, Doi, and Wagner to obtain 
the invention as disclosed in claims 6 and 7. Furthermore, applicant agues there are no 
teachings or motivation to combine Shvartsman with Yamane, Doi, and Wagner. 
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However, examiner clearly states in section (5) of the previous action that one would be 
motivated by the desire to substantially improve protection from solvents, plasticizers, 
and U.V. radiation (abstract; column 21, line 66 to column 22, line 21). Claims 6 and 7 
remain rejected under the prior art. 

24. In response to applicant's arguments regarding claim 10, examiner disagrees. 
Applicant argues the teachings of Bruns have "nothing to do with applicants process". 
However, one skilled in the art desiring equivalent means for curing would look to Bruns 
to cure the coating with thermal curing means. Consequently, claim 10 remains 
rejected in view of the prior art. 

25. Accordingly, claims 1 and 4-12 remain rejected under the prior art. 

Conclusion 

26. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly K. McClelland whose telephone number is 
(571) 272-2372. The examiner can normally be reached on 8:00 a.m.-5 p.m. Mon-FrL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris A. Fiorilla can be reached on (571)272-1 187. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 



